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I. REAL PARTY IN INTEREST 

The real party of Interest Is Motorola. Inc., a Delaware corporation. 

II. RELATED APPEALS AND INTERFERENCES 

There are no related appeals or Interferences. 

III. STATUS OF CLAIMS 

This Is an appeal from the final rejection of cleiinis 1-20 of the above- 
referenced application. 

A. TOTAL NUMBER OF CLAIMS IN APPLICATION 

There are a total of 20 claims in the application. 

B. STATUS OF ALL THE CLAIMS 

1. Claims allowed: none 

2. Claims objected to: none 

3. Claims rejected: 1-20 

C. CLAIMS ON APPEAL 

The claims on appeal are: 1-20. 

IV. STATUS OF AMENDMENTS 

A Final Rejection was mailed on November 16, 2005 in response to an 
Amendment filed on August 31 , 2005. The Amendment and arguments were 
considered by the Examiner but were rejected. Applicants faxed a Notice of Appeal 

Page 4 of 17 
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on March 15, 2006. This Appeal Brief Is submitted in support of the Notice of 

Appeal. 

V. SUMMARY OF THE CLAIMED INVENTION 

Although specification citations are inserted below in accordance witti C.F.R. 
1.192(c), these reference numerals and citations are merely examples of where 
support may be found in the specification for the terms used in this section of the 
brief. There is no intention to in any way suggest that the terms of the claims are 
limited to the examples in the specification. Although, as demonstrated by the 
reference numerals and citations below, the claims are fully supported by the 
specification as required by law, it is improper under the law to read limitations from 
the specification into the claims. Pointing out specification support for the claim 
terminology, as is done here to comply with rule 1.192(c). does not In any way limit 
the scope of the claims to those examples from which they find support. Nor does 
this exercise provide a mechanism for circumventing the law precluding reading 
limitations into the claims from the specification. In short, the reference numerals 
and specification citations are not to be construed as claim limitations or in any way 
used to limit the scope of the claims. 

The claimed subject matter pertains to an electronic product (10) that 
includes an electronic host device (12) and at least one peripheral device (30) (see 
FIG. 1 and paragraph 0014), The peripheral device (30) selectively couples and 

Page 5 of 17 
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decouples to the electronic host device (12) and activates independently of the 
electronic host device (12) when decoupled from the electronic host device (12) 
(see paragraph 0005). In addition, the peripheral device (30) activates and 
operates independently of other peripheral devices (30) that selectively couple and 
decouple to the electronic host device (12) (see paragraph 0005). The peripheral 
device (30) can include a portable power source (36) and an Interface block (46) for 
interfacing with the electronic host device (12) (see paragraph 0016). Moreover, 
the peripheral device (30) can disengage from a docked position with the electronic 
host device (12) and can activate and initiate a wireless link between it and the host 
device (12) to facilitate the transmission of data between the peripheral device (30) 
and the host device (12) (see paragraph 0016). 

VI. ISSUES ON APPEAL 

Whether claims 1-20 are patentable under 35 U.S.C. 103(a) over U.S. 
Patent No. 5,797,102 to Hallikainen, et al. (Hallikainen) in wew of U.S. Patent 
Application Publication No. 2002/0132585 to Palermo, et al. (Palermo). 

VII. GROUPING OF CLAIMS 

For purposes of this Appeal, the Applicants present the following grouping of 
claims: 

1 . Claims 1 -8 are a group, with the appeal as to the ground of rejection 
being based on claim 1 . 

Page 6 of 17 
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2. Claim 9 is another group, witfi the appeal as to the ground of rejection 
being based on claim 9. 

3. Claims 10-15 are part of another group, with the appeal as to the 
ground of rejection being based on claim 10, 

4. Claims 1 6-20 are part of another group, with the appeal as to the 
ground of rejection being based on claim 16. 

Vltl. ARGUMENT 

The recitations of Hallikainen and Paiermo do not render the invention of 

claims 1, 9, 10 and 16 unpatentable. 

A summary of the Hallikainen and Palermo references may be helpful here. 
Hallikainen describes an arrangement for adapting the signal level in mobile 
phones according to the related auxiliary device connected to the mobile phone 
(see Abstract). Hallikainen never describes any of these auxiliary devices as 
having portable power supplies, and In fact, the types of devices that this reference 
refers to are those that include receptacles for coupling to an AC-powered wall 
outlet, such as a hand-held telephone, a data modem or a telefax device (see col. 
3, lines 56-59). These auxiliary devices operate irrespective of the coupling 
between the devices and the mobile unit. 

While Hallikainen does note that the auxiliary device may also be an 
earpiece or a hands-free unit (see coL 3, lines 56-59), Hallikainen explains that 

Page? of 17 
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these types of devices are ''passive auxiliaries" that do not include any control 
electronics (see col. 3, lines 20-22). In particular, Hallikainen presents a hook-line 
arrangement, as shov^n in FIG. 3, to enable the microprocessor of the mobile 
phone to Identify the passive auxiliary device (see also col. 2, line 52 to col. 3, line 
22). It is understood that a passive auxiliary device, as set forth in Hatlikainen, will 
not operate when it is removed from the mobile phone. 

Palermo describes a wireless communication system that includes a cellular 
phone device and a headset, which is worn by a user to communicate with a 
remote party over one or multiple wireless links (see paragraph 0049). An inductive 
link supports communications between the headset and the cell phone, while an RF 
link supports communication between the cell phone and a base station (see 
paragraph 0049). In particular, a base transceiver can communicate with the 
headset over the inductive link (see FIG. 1 and paragraph 0051). The headset 
includes a power source to enable Its operation (see FIG, 2). Removing the 
headset from a docking station can cause either the headset or the base 
transceiver to become powered and establish a communications link (see 
paragraph 0148). 

The best defense against hind-sight based obviousness analysis is the 
rigorous application of the requirement for a showing of a teaching, or motivation to 
combine the prior art references. Ecolochem v. Southern California Edison Co. . 227 
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F.3d 1361, 1371 (Fed. Cir. 2000). "Combining prior art references without evidence 
of such a suggestion, teaching or motivation simply takes the inventor's disclosure 
as a blueprint for piecing together the prior art to defeat patentability--the essence 
of hindsight," Id. at 1371-1372. 

Independent claims 1 , 9, 1 0 and 16 of the present invention recite the 
element of at least one peripheral de\^ce that selectively couples and decouples to 
the electronic host device and activates independently of the electronic host device 
when decoupled from the electronic host device. In rejecting these claims, the 
Examiner correctly notes that Hallikainen does not disclose activating the peripheral 
device independently of the electronic host device when decoupled from the 
electronic host device. The Examiner, however, contends that it would have been 
obvious to one of skill in the art to combine the teaching of Palermo for activating 
independently the peripheral device from the host device when decoupled from the 
host device with the electronic product of Hallil^ainen. To support his position, the 
Examiner remarks that this would simplify the activation of the peripheral device as 
suggested by Palermo. 

Applicants respectfully disagree with the Examiner's position, as Applicants 
contend that there is simply no suggestion or motivation to combine the teachings 
of Palermo with the electronic product of Hallikainen. As noted above, Hallikainen 
never mentions anything about independently activating a peripheral device when 
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that peripheral device is decoupled from the host device. In particular, the auxiliary 
devices described in Hallikainen either rely on AC-power sources, such as wall 
outlets, or simply have no control electronics, which means that they do not have or 
require their own power sources to operate. When decoupled from the mobile 
phone, the auxiliary devices of Hallikainen will either remain activated or 
deactivated - as in the case of the auxiliary device t>eing powered from a wall unit - 
or will stop operating - as In the case of a passive auxiliary. 

In fact, Hallikainen teaches away from the process of activating the auxiliary 
devices when decoupled from the mobile phone. Specifically, it would be 
prohibitively expensive and wasteful to accommodate an auxiliary device that 
receives its power from a wall unit with a portable power source and activation 
circuitry that would be necessary to enable the device to activate when decoupled 
from the mobile phone. Additionally, Hallikainen teaches away from Incorporating 
this element into the passive auxiliary devices that it describes in view of the special 
hook-line arrangement specifically designed for such devices. To do so would 
defeat the very purpose of this hook-line configuration expressly developed for the 
passive auxiliary devices. 

Based on the discussion above, Applicants submit that there is no motivation 
or suggestion to combine the Hallikainen and Palermo references. As such, 
Applicants submit that the obviousness rejections of independent claims 1 , 9, 1 0 
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and 1 6 are improper and that these claims are patentable over the prior art. In 
addition, Applicants submit that the claims that depend from these independent 
claims are patentable over the prior art, both in view of their dependencies on the 
independent claims and their own independent patentability. 
Conclusion 

For the claims to be unpatentable under § 103(a)» there must be some 
motivation or suggestion to combine the cited prior art references, a standard that is 
to be rigorously applied. Because there is no motivation or suggestion to 
implement the activation feature of Palermo Into the teachings of Halllkainen - in 
fact, Hallikainen teaches away from such a feature - Applicants submit that the 
claims on appeal are patentable. For the reasons set forth above, and as is 
apparent from a review of the above-cited references, the claims on appeal present 
patentable subject matter such that reversal of the rejection is appropriate. 
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IX. CLAIMS APPENDIX 

1 . (previously presented) An electronic product, comprising: 

an electronic host device; and 

at least one peripheral device that selectively couples and decouples to the 
electronic host device and activates independently of the electronic host device 
when decoupled from the electronic host device and further activates and operates 
independently of other peripheral devices that selectively couple and decouple to 
the electronic host device. 

2. (previously presented) The electronic product of claim 1 , wherein the electronic 
product further comprises a means for wearing the electronic product, wherein the 
means Is on the electronic host device or the at least one peripheral device. 

3. (original) The electronic product of cleum 1 , wherein the at least one peripheral 
device activates automatically upon being decoupled from the electronic host 
device. 

4. (original) The electronic product of claim 1 , wherein the at least one peripheral 
device activates independently of any other peripheral device for the electronic host 
device. 
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5. (original) The electronic product of claim 1 , wherein the at least one peripheral 
device aLitomatically senses the need for its own power source to become active 
when selectively decoupled from the electronic host device. 

6. (original) The electronic product of claim 1 , wherein the at least one peripheral 
device automatically senses the need for activating a new wireless link to the 
electronic host device using Its own power source when selectively decoupled from 
the electronic host device. 

7. (original) The electronic product of claim 1 , wherein the at least one peripheral 
device can be selected among the group of peripherals comprising an earpiece, a 
display, a microphone, a user interface, a keyboard, a phone, a pager, a personal 
digital assistant, a camera, a watch, a computer, a receiver, and a transmitter. 

8. (original) The electronic product of claim 7, wherein any combination of 
peripheral devices operates concurrently and Independently with their own separate 
relationship to the electronic host device. 

9. (previously presented) An electronic host device forming a portion of an 
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electronic product, comprising: 
a power source; 

at least one port for receiving at least two peripheral devices that 
independently and selectively couple and decouple to the electronic host device 
and activate independently of the electronic host device and other peripheral 
devices when decoupled from the electronic host device. 

10. (previously presented) A peripheral device forming an electronic product in 
conjunction with an electronic host device, comprising: 

a power source; 

a port for coupling with at least one electronic host device, wherein the 
peripheral devices selectively couple and decouple to the at least one electronic 
host device and activates independently of the electronic host device when 
decoupled from the electronic host device and other peripheral devices that work in 
conjunction with the electronic host device. 

1 1 . (original) The peripheral device of claim 10, wherein the peripheral device 
activates automatically upon being decoupled from the electronic host device. 

12. (original) The peripheral device of claim 10, wherein the peripheral device 
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automatically senses the need for its own power source to become active when 
selectively decoupled from the electronic host device. 

13. (original) The peripheral device of claim 10, wherein the peripheral device 
automatically senses the need for activating a new wireless link to the electronic 
host device using its own power source when selectively decoupled from the 
electronic host device. 

14. (original) The peripheral device of claim 10, wherein the peripheral device can 
be selected among the group of peripherals comprising an earpiece, a display, a 
microphone, a user interface, a keyboard, a phone, a pager, a personal digital 
assistant, a camera, a watch, a computer, a receiver, and a transmitter. 

15. (original) The peripheral device of claim 14. wherein any combination of 
peripheral devices operates concurrently and independently with their own separate 
relationship to the electronic host device. 
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1 6. (Original) A method of operating at least one peripheral device Independently 
from an electronic host device, comprising the steps of: 

powering the electronic host device and the at least one peripheral device 
using a power source for the electronic host device when the at least one peripheral 
device Is coupled to the electronic host device; 

detecting a selective decoupling of the at least one peripheral device from 
the electronic host device; 

powering the electronic host device using the power source for the electronic 
host device and independently powering the at least one peripheral device with a 
power source for the at least one peripheral device in response to detecting the 
selective decoupling; and 

activating the peripheral device independently of any other peripheral device 
coupled to at least one among the electronic host device and the peripheral device. 

17. (previously presented) The method of claim 16, wherein the method further 
comprises the step of wearing the at least one peripheral device or the electronic 
host device on a user. 

18. (original) The method of claim 16, wherein the method further comprises the 
step of automatically activating the peripheral device upon l3eing decoupled from 
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the electronic host device. 

19. (original) The method of daim 16, wherein the method further comprises the 
step of activating a new wireless linl< between the electronic host device and the at 
least one peripheral device in response to detecting the selective decoupling from 
the electronic host device. 

20. (original) The method of claim 16, wherein the method further comprises the 
step of operating any combination of peripheral devices concurrently and 
independently with their own separate relationship to the electronic host device. 
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